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DETAILED 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-36 and 44-46 drawn to a product, classified in class 175, 
subclass 40. 

II. Claims 37-43 drawn to a method, classified in class 340, subclass 853.1 . 

Inventions I and II are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case, the process for using the 
product can be practiced with another materially different product, such as a gap collar 
without insulation between the first and second connectors. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with Jeannie Salazar on October 31 , 2005 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-36 and 44-46. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 37-43 are withdrawn from further consideration by 
the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 
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Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Objections 

2. Claim 7 is objected to because of the following informalities: There is no 
antecedent basis for "the bearing". Appropriate correction is required. 

3. Claims 15 and 25 are objected to because of the following informalities: There is 
a T missing from the word 'the' in line 1. Appropriate correction is required. 

4. Claims 28-36 are objected to because of the following informalities: The word 
'insulatinve' is misspelled. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-4, 6, 7, 10, 12-18, 21-24, 28-30, and 44-46 are rejected under 35 
U.S.C. 102(e) as being anticipated by Peter (USP 6,926,098). 

With respect to claim 1 , Peter discloses a gap collar for an electromagnetic 
communication unit of a downhole tool positioned in a wellbore, the downhole tool 
communicating with a surface unit via an electromagnetic field generated by the 
electromagnetic communication unit (see column 1 lines 7-11), the gap collar 
comprising: a first collar having a first end connector (see figure 3 numeral 34); a 
second collar having a second end connector matingly connectable to the first end 
connector (see figure 3 numeral 36); a non-conductive insulation coating disposed on 
one of the first end connector, the second end connector and combinations thereof, the 
insulation coating adapted to electrically insulate the first and second end connectors 
(see column 4 lines 53-56); and a non-conductive insulation molding positioned about 
one of an inner surface of the collars, an outer surface of the collars and combinations 
thereof, the insulation moldingly conforming to the shape thereof (see column 3 lines 
28-33, wherein the insulation inherently conforms to the shape thereof). 

With respect to claim 2, Peter discloses a non-conductive protective molding 
positioned about the outer surface of the collars (see column 4 lines 53-56). 

With respect to claim 3, Peter discloses that the protective coating is plastic (see 
column 4 lines 56-59). 

With respect to claim 4, Peter discloses a wear band positioned about at least a 
portion of the protective coating (see figure 3 numeral 35 and lines 28-37). 
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With respect to claim 6, Peter discloses a metal ring positioned between a 
shoulder portion of the collars and in contact therewith (see column 4 lines 44-49 and 
figure 3). 

With respect to claim 7, Peter discloses at least one cavity is present between 
the bearing and collars, the gap collar further comprising an epoxy positioned in the at 
least one cavity (see figure 3 and column 3 lines 28-33). 

With respect to claim 10, Peter discloses a wear band positioned about the outer 
surface of at least a portion of at least one of the collars (see figure 3 numeral 35 and 
lines 33-37). 

With respect to claim 12, Peter discloses that the connectors of the collars are 
mated threads (see figure 3 and column 4 lines 36-39). 

With respect to claim 13, Peter discloses that the mated threads are standard 
threads (see column 2 lines 18-20). 

With respect to claim 14, Peter discloses at least one of the mated threads is 
modified to receive the insulation coating (see column 4 lines 53-56). 

With respect to claim 15, Peter discloses a downhole tool that is one of a drilling 
tool, a coiled tubing tool, a wireline tool, a slickline tool and combinations thereof (see 
column 2 lines 12-15, wherein Peter discloses a drill string). 

With respect to claim 16, Peter discloses a downhole tool that is a drilling tool 
which is operatively connected to a drill string and has a passage therethrough and a 
mandrel therein (see figure 3 numeral 60), and wherein the collars are drill collars 
operatively connectable to the drill string (see figure 3). 
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With respect to claim 17, Peter discloses that the non-conductive insulation 
molding is positioned about one of the mandrel, the inner surface of the drill collars, the 
outer surface of the drill collars and combinations thereof (see column 3 lines 28-33). 

With respect to claim 18, Peter discloses that the insulation coating is a ceramic 
(see column 4 lines 56-59). 

With respect to claim 20, Peter discloses that the insulation molding forms a 
hydraulic seal (see column 3 lines 28-33, wherein a hydraulic seal would be inherently 
formed when the insulation was applied). 

With respect to claim 21 , Peter discloses that the collars with insulation coating 
therebetween define a capacitive element (see column 4 lines 45-49). 

With respect to claim 22, Peter discloses a downhole electromagnetic telemetry 
unit for communication with a surface electromagnetic communication unit, the 
downhole electromagnetic telemetry unit disposed in a downhole tool positioned in a 
wellbore, the downhole electromagnetic telemetry unit comprising: a gap collar 
comprising a first conductive collar (see figure 3 numeral 34), a second conductive 
collar and a non^conductive insulation coating therebetween (see figure 3 numeral 36 
and 32-36); electromagnetic circuitry operatively connected to each conductive collar 
whereby an electromagnetic field is generated and modulated (see figure 2 numeral 
40); and a non-conductive insulation molding positioned about one of an inner surface 
of the collars, an outer surface of the collars and combinations thereof, the insulation 
moldingly conforming to the shape thereof (see column 3 lines 28-33). 
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With respect to claim 23, Peter discloses a first collar that has a first end 
connector and the second collar has a second end connector matingly connected to the 
first end connector (see figure 3 and column 4 lines 36-39). 

With respect to claim 24, Peter discloses that the end connectors each have 
threads matingly connectable together (see figure 3 and column 4 lines 36-39). 

With respect to claim 28, Peter discloses a method of generating an 
electromagnetic field from a downhole tool positioned in a wellbore, the downhole tool 
having electronic circuitry adapted to communicate with a surface unit via the 
electromagnetic field, the method comprising: providing the downhole tool with a gap 
collar to house the electromagnetic circuitry (see figure 2), the gap collar comprising a 
first and a second conductive collar matingly connected together with a non-conductive 
insulation coating therebetween to form a capacitive element (see figure 3, column 4 
lines 32-36 and column 4 lines 45-49); moldingly conforming a non-conductive 
insulation molding about one of an inner surface of the collars, an outer surface of the 
collars and combinations thereof such that the insulatinve molding conforms to the 
shape thereof (see column 3 lines 28-33, wherein said insulation inherently conforms to 
the shape thereof); and applying the electromagnetic field across the gap collar (see 
column 1 lines 20-28). 

With respect to claim 29, Peter discloses that the first and second conductive 
collars have mated connectors and wherein the non-conductive insulation coating is 
disposed on at least one of the mated connectors (see column 4 lines 32-36). 
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With respect to claim 30, Peter discloses that the mated connectors have mated 
threads (see column 4 lines 36-39). 

With respect to claim 33, Peter discloses that the gap collar has a passage 
therethrough (see figure 3) and a mandrel therein (see figure 3 numeral 60), the step of 
moldingly conforming comprising moldingly conforming a non-conductive insulation 
molding about one of an inner surface of the collars, an outer surface of the collars, an 
outer surface of the mandrel and combinations thereof such that the insulative molding 
conforms to the shape thereof (see column 3 lines 28-33, wherein the insulation 
inherently conforms to the shape thereof). 

With respect to claim 34, Peter discloses positioning a non-conductive protective 
coating on an outer surface of one of the collars, the insulation molding and 
combinations thereof (see column 3 lines 28-33). 

With respect to claim 36, Peter discloses positioning a metal ring between a 
shoulder portion of the collars and in contact therewith (see figure 3 and column 4 lines 
44-49). 

With respect to claim 44, Peter discloses a gap collar for an electromagnetic 
communication unit of a downhole tool positioned in a wellbore, the downhole tool 
communicating with a surface unit via an electromagnetic field generated by the 
electromagnetic communication unit, the gap collar comprising: a first collar having a 
first threaded end connector (see figure 3 and column 4 lines 36-39); a second collar 
having a second threaded end connector matingly connectable to the first threaded end 
connector (see figure 3 and column 4 lines 36-39); a non-conductive insulation coating 
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disposed on one of the first threaded end connector, the second threaded end 
connector and combinations thereof, the insulation coating adapted to electrically 
insulate the first and second threaded end connectors (see column 4 lines 32-36); and a 
non-conductive insulation molding positioned about one of an inner surface of the 
collars, an outer surface of the collars and combinations thereof wherein one of the first 
threaded end connector (see column 3 lines 28-33), the second threaded end connector 
and combinations thereof are modified from a standard threaded end connector to 
receive the non-conductive insulation coating whereby the contact area between the 
threaded connectors is increased (see column 2 lines 18-20). 

With respect to claim 45, Peter discloses that the insulation moldingly conforms 
to the shape thereof (see column 3 lines 28-33, wherein the insulation inherently 
conforms to the shape thereof). 

With respect to claim 46, Peter discloses a metal ring positioned between a 
shoulder portion of the drill collars to establish contact therebetween (see figure 3 and 
column 4 lines 44-49). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/707,970 Page 10 

Art Unit: 3672 

8. Claims 5, 11, 19, 31, and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Peter. 

With respect to claims 5 and 1 1 , Peter teaches a wear band, but is silent as to 
what material the wear band is. It would have been considered obvious to one of 
ordinary skill in the art, at the time the invention was made, to have made the wear band 
out of metal, since it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of 
obvious design choice. In re Leshin, 125 USPQ 416. 

With respect to claim 19, Peter is silent as to what material the insulation molding 
is made of. It would have been considered obvious to one of ordinary skill in the art, at 
the time the invention was made, to have made the insulation molding with rubber, 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious 
design choice. In re Leshin, 125 USPQ 416. 

With respect to claim 31, Peter is silent as to whether the connectors are 
modified. However, when the threads are connected it would have been obvious that 
the threads would have been modified from a standard dimension to a modified 
dimension. 

With respect to claim 32, Peter is silent as to how the collars are secured 
together, but Peter does teach that there is an insulation coating therebetween. 
Torquing is a method well known in the art. It would have been obvious to one having 
ordinary skill in the art at the time of the invention to torque the collars together so as to 
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form a secure connection without breaking the non-conductive insulation coating 
therebetween. 

9. Claims 8, 9 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Peter in view of Logan et al. (USP 6,158,532). 

With respect to claims 8 and 35, Peter does not teach a gap collar comprising a 
non-conductive sleeve positioned along an inner surface of the collars. Logan et al. 
teaches a non-conductive sleeve positioned along an inner surface of the collars to 
provide a wear resistant electrical insulation (see column 5 lines 5-7 and figure 3C). It 
would have been obvious at the time of the invention to modify Peter by including a non- 
conductive sleeve positioned along an inner surface of the collars as taught by Logan et 
al. in order to provide wear resistant electrical insulation. 

With respect to claim 8, Peter in view of Logan et al. does not disclose what 
material the non-conductive sleeve is made of. It would have been considered obvious 
to one of ordinary skill in the art, at the time the invention was made, to have the inner 
sleeve of plastic, since it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious design choice. In re Leshin, 125 USPQ 416. 

10. Claims 25-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Peter in view of Wong. 
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With respect to claim 25, Peter is silent as to what the electromagnetic circuitry 
comprises. However, a electromagnetic circuitry comprising a proces^and a 
transceiver are well known in the art. See, for example, figure 5 of Wong. 

With respect to claim 26, Peter is silent as to whether the downhole 
electromagnetic unit comprises a memory storage unit. However, memory storage units 
are well known in the art. See, for example, column 5 line 42 to column 6 lines 3. 

With respect to claim 27, Peter is silent as to whether the downhole 
electromagnetic unit comprises a sensor adapted to measure downhole parameters. 
However, sensors adapted to measure downhole parameters are well known in the art. 
For example, see Wong figure 2A. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicole Coy whose telephone number is 571-272-5405. 
The examiner can normally be reached on M-F 8:00-5:30, 1st F off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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